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Welcome

Overview of IPR

- What is IPR ?

- How can you protect your IPR?

IPR Frameworks and Challenges at IAC

- Presentation of tools and resources available for effective IP management at IAC
- Discussion on common challenges faced in protecting intellectual property
Technology Transfer Process

- Overview of existing technology transfer processes

- Case studies of successful technology transfer instances

- Best Practices

Coffee break
Horizonte Europe IPR and Technology Transfer

- IPR in Horizon Europe
- Horizon Europe Results Ownership List
- Best practices for managing IP sharing in Collaborative projects

Enhancing Technology Transfer at IAC

- Discussion a of potential Strategies to enhance technology transfer

- Spin-off and Stat ups

- Strategies to strengthen collaborations within IAC and with external partners

Action Plan for the Improvement of IPR and Technology Transfer

- Presentation of tools and resources available for effective IP management at IAC
- Presenting specific goals for improving IPR and technology transfer within TAC

- Actionable steps and responsibilities

WRAP-UP and Closing Remarks

o Recap of key outcomes and discussion points
. Next steps for implementation and follow-up actions
. Participant feedback and suggestions

the European Union
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ANA SOFIA

+25 years of experience in managing European projects in
the area of innovation and research.

+20 vears of experience as a Technology Transfer Manager

Exploitation Strategies and Plans
Trainned by WIPO and EPO

+25 years of experience in European proposals drafting.

Experience in different European programs: HE, H2020,
INTERREG, CEF, FP7, FPe¢, ...

Technological Physics Engineering

Additional training in innovation management, intellectual
property management, gender issues European Union,..

For more information: )
https://www.linkedin.com/i AND WHO ARE YOU ?
Funded by n/anacalresbranco/

the European Union
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What is Intellectual Property?

Intellectual property (IP) refers to creations of the mind, such as
inventions; literary and artistic works; designs; and symbols, names
and images used in commerce.

IP is protected in law
For example, patents, copyright and trademarks, which enable
people to earn recognition or financial benefit from what they invent

or create.

Funded by
the European Union



https://www.wipo.int/patents/en/
https://www.wipo.int/copyright/en/
https://www.wipo.int/trademarks/en/
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What is Intellectual Property?

By striking the right balance between the interests of innovators
and the wider public interest, the IP system aims to foster an
environment in which creativity and innovation can flourish.

IP covers a vast range of activities, and plays an
1important role in both cultural and economic life.

This importance 1s recognized by various laws which
protect intellectual property rights in different
countries.

* [International Convections (Berne, Rome,..)

Spource: European
Commission, Executive Agency
for Small and Medium-sized
Enterprises, Your guide to IP
in Europe, Publications Office,
2019, https./data.europa.eu

/doi/10.2826/94924

Funded by
the European Union
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UNDARK

A patent is an exclusive right granted for the
Pate nt_ Wh at protection of inventions (products or processes)

offering a new technical solution or facilitating a
It |S? new way of doing something.

In return, the patent holder must disclose the
invention to the public in the patent
application.

= Reveals invention to competitors

= EXxclusivity enables investment and (after 18 months)

higher returns on investment

= Strong, enforceable legal right S EEl s s

= Patent enforceable only after grant
(this can take 4 to 5 years)

= Makes invention tradable (licensing)

JE Funded by
L the European Union
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Requirements:

* Novelty -The invention must be new 1n comparison to the
existing knowledge in the relevant technical field -that is, not being
part of the state of the art.

 Inventive step -The invention must be non-obvious, in other
words, 1t cannot be deduced easily by a person with average
knowledge in the relevant technical field.

* Industrial application It must be capable of industrial
application (i.e. it can be made or used in any kind of industry,
including agriculture).

:***: Funded by
L the European Union
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The exclusive right conferred by a patent allows its owner to prSEETYY:I
others from making, using, offering for sale, selling or importing &
product or a process based on the patented invention, without the

Pate nt_ owner’s prior permission.

P d The patent owner may give permission to others to use the invention
roceaure on mutually agreed terms (i.e. patent licensing agreement).

The owner may also sell the patent to someone else, who will then
become the new owner of the patent.

OPPOSITION PERIOD
18 MONTHS ——3 — 3 MONTHS = |

20 years
-

PRELIMINARY SEARCH
APPLICATION L FORMAL REPORT SUBSTANTIVE NATIONAL

GRANT

MADE EXAMINATION VALIDATION . . o a
EXAUINATION | IsSUED Registration Expiring date
(Filing)
FILING PUBLICATION GRANT
DATE DATE

Funded by
the European Union
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» Patents are territorial in nature, which means
Patent- that patent rights are granted and

Region al and Fees enforceable within the geographical

boundaries of the country or region where
they are registered.

e Costs - Fee

- National route -Registration takes place at national IP offices and is obtained only
in the territory where the patent is registered.

* Regional route (European patent) -A European patent can be obtained for all the
European Patent Convention (EPC) contracting states by filing a single application,
under a single set of fees with the European Patent Office (EPO)

* International Route PCT system that allows users to obtain patent protection in
more than 150 territories by filing a single application in one language and paying a
single set of fees

10

Funded by
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Patent-
European Patents and Unitary Patent

A European patent with unitary effect (unitary patent) is a European

patent granted by the EPO to which unitary effect in the territory of the
participating Member States

The Unitary Patent will be based on a European patent granted by the EPO
under the rules and procedures of the EPC.

After grant of the European patent, unitary effect can be requested for the
territory of the participating Member States.

Source :EPO

:***: Funded by
L the European Union
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Patent-
European Patents and Unitarv Patent

Estimated overall cost (incl. external costs) of validation and
maintenance in EUR

Unitary Patent (UP) Classic European
patent (EP) validated
and maintained in four

countries

Total official fees for years 4 400 3745
5-10
Total external costs* for 3 000 3855
years 5-10
Total cost up to year 10 7 400 7 600

difference UP vs EP: EUR -200 = -3%
Total official fees for years 7 635 6 585
5-12
Total external costs* years 3625 5 265
5-12

. Total cost up to year 12 11 260 11 850 :
European Patent - Source :EPO proy Unitary Patent States -

Source :EPO Source :EPO

Funded by
the European Union
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A computer-implemented invention (C

Pate nt_ which involves the use of a computer, computer
network or other programmable apparatus,
SOftwa re? where one or more features are realised wholly

or partly by means of a computer program..

Computer programs receive copyright protection in Europe,
Software patentability in Europe is excluded by law but the issue is under debate. As a
consequence, a computer program claimed “as such® is not a patentable invention.

Under specific conditions, a patent could be granted for a computer-implemented invention
where a technical problem is solved in a novel and non-obvious manner.
- https://www.epo.org/law-practice/legal-texts/html/guidelines/e/;.htm

****: Funded by
L the European Union
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Patent-
Software?

At international level - several approaches have been taken in
protecting software by patents.

While some countries grant patents for all types of software, in
others the computer programs are expressly excluded from
patentable subject matter
(https://www.wipo.int/patents/en/topics/software.html )

Funded by
the European Union

Patentable inventions

G-, 1 Patentability requirements

|0

-1, 1 General remarks (updated in GL 2022)

2

I, 2 Examination practice (updated in GL 2022)

Features related to the list of Art. 52(2) and technical contribution

(o]

11, 3.3 Mathematical methods (updated in GL 2022)

I

G-lI,_3.3.1 Artificial intelligence and machine learning (introduced in
GL 2018)

- G-Il,_3.3.2 Simulation, design or modelling (updated in GL 2022)
G-ll, 3.4 Aesthetic creations

G-ll, 3.5 Schemes, rules and methods for performing mental acts, playing games or
doing business

- G-I, 3.5.1 Schemes, rules and methods for performing mental acts (updated
in GL 2022)

- G-ll, 3.5.2 Schemes, rules and methods for playing games (updated in
GL 2022)

- G-ll, 3.5.3 Schemes, rules and methods for doing business (introduced in
GL 2018)

G-Il, 3.6 Programs for computers (updated in GL 2018)

(]

-1l 3.6.1 Examples of further technical effects (introduced in GL 2018)

l

(]

-1, 3.6.2 Information modelling, activity of programming and programming
languages (introduced in GL 2018)

<}

- G-Il, 3.6.3 Data retrieval, formats and structures (updated in GL 2022)

- G-Ill, 3.6.4 Database management systems and information retrieval
(introduced in GL 2021)

G-ll, 3.7 Presentations of information (updated in GL 2018)

14
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(1) EP 1535 121 B1
(12) EUROPEAN PATENT SPECIFICATION

(51}
Gose

TADIEN GOSE 19000

Patent Contents

(B7) Intermati n number.
WO 2003100553 (04,12.2008 Gazette 2003/49)

(54) SYSTEM AND METHOD FOR AUTOMATICALLY SETTING UP A UNIVERSAL REMOTE CONTROL.
SYSTEM UND VERFAHREN ZUM AUTOMATISCHEN EINRICHTEN EINER UNIVERSELLEN
FERNBEDIENUNG

SYSTEME ET PROCEDE PERMETTANT DE REGLER AUTOMATIQUEMENT UNE
LECO! IDE UNIVERSELLE

1.The cover page reveals not only the title of the granted
invention but also what is known as the bibliographic data
such as inventor, applicant, publication date, or international
classification. Additionally it often includes an abstract with s
initial technical information and a basic drawing of the B BiiEE SAe
invention.

* LILLENESS, Robert, P.

2.The rest of the patent document accounts for the technical
and legal core details supporting the granted invention and
features:

EP 1535121 B1

Source :EPO

15

Funded by
the European Union




ATURN
TECH

Patent Content

*Description
The description must outline the invention clearly and completely enough for a person skilled in the art to be
able to carry it out, and constitutes the basis for the claims.

*Claims

The claims are the most important part of the document and must define the subject-matter for which
patent protection is sought in terms of its technical features. In other words, a concise and clear
formulation is extremely important as it legally determines the scope of protection covered by the
patent. The description and drawings can help you interpret the claims more easily.

*Drawings (optional)
The application may also contain drawings. These constitute a useful addition to the description in that they
illustrate visually the features of the invention.

Source :EPO

16
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Patent procedures demand a high degree of

technical and legal expertise.
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Source :EPO
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. . . . UNDARK
An industrial design is the outward

. appearance of the whole or part of a product
Industrlal resulting from the features of, in particular,
Desion - the lines, contours, colours, shape, texture
Wh it i 9 and/or materials of the product itself and/or

aut 11 1S/ 1ts ornamentation.:

——— -
B —

[CE Funded by
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Industrial
Design -
Requirements

* Novelty -A design is considered to be new if it has not been
disclosed to the public previously.

* Individual character -Assessing individual character
consists of verifying whether the overall impression produced
by the design differs from the overall impression produced by
the designs made available earlier.

* Non-functionality- Those features of the design that are
dictated solely by a technical function do not receive protection.

% D years

Registration
(Filing)

Funded by
the European Union

o years X (max. 4 times
- 0" o)

Renewals Expiring date
(optional) (max. 25 years)
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Also referred to as a “petty patent”, a utility model is an

Utl l |ty model ?_ exclusive right granted for an invention, which allows its

owner to prevent others from commercially using the

Wh at |t lS’p protected invention, without their authorisation, for a
* limited period of time.

The requirements for acquiring a utility model are less stringent than those of patents.
While the requirement of novelty is always to be met, that of inventive step or non-obviousness is much lower.

Therefore, protection for utility models is often sought for inventions with a limited inventive step, which may
not meet the patentability criteria.

* The term of protection for utility models is shorter than for patents and varies from country to country (usually
between 7 and 10 years without the possibility of extension or renewal).
* The fees for obtaining and maintaining utility models are generally lower.

Funded by
the European Union




* The rules for utility model registratid

ATURN
TECH
country to country.

Utlllty Model- « Consequently, although novelty and inventive

. step are generally required, the conditions for
ReqUIrementS utility model protection will vary depending on the
applicable national legislation.

% from 7 to 10 years (ﬁ
-

Registration Expiring date
(Filing)

21
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. Copyright (or author’s right) is the term used to

CO py”ght - describe the rights that creators have over their
Wh t t ic? literary, scientific and artistic works. There is

dlItIS: not an exhaustive list containing the works that

can be protected by copyright

Works usually covered by copyright at international level:

« literary works such as novels, poems, plays, newspaper articles;

e computer programs, databases;

« films, musical compositions, and choreographies;

« artistic works such as paintings, drawings, photographs, and sculptures;
 architecture; and

« advertisements, maps, and technical drawings.

:***: Funded by
L the European Union
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The requirements can vary from one country

Copyright - to another, to qualify for copyright protection
Requirements a work must in general:

* Be original:
+ Exist in some form:

% | ife of the author 6
-

Creation Death of the author
of the work (+50 years)
Funded by

the European Union
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In the EU, a “database” consists of a comection of
Databases independent works, data or other materials
Protection- arranged in a systematic or methodical way and
What it is? individually accessible by electronic or other

means

Copyright protection

» Original databases can be protected by copyright.

» Copyrighted databases must be original “intellectual creations”

» Copyright is the highest level of protection that can be obtained by
databases in the EU.

* The owner of the database is the person who creates it.

Funded by
the European Union
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In the EU, a “database” consists of a cction of
Databases independent works, data or other materials
Protection- arranged in a systematic or methodical way and
What it is? individually accessible by electronic or other

means

Sui generis protection

* Non-original databases —

» Sui generis databases do not need to be an “intellectual creation”, but they must show that
there has been “qualitatively or quantitatively a substantial investment in either the obtaining,
verification or presentation of the contents” of the database.

» The owner of a sui generis database is the person who creates the database, that is to say,
the person undertaking the initiative of creating the database and assuming the associated
investment risks.

Examples: protected non-original databases include telephone listings or compilations of legislation.

:***: Funded by
L the European Union
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Neighboring rights, also known as me¥
or related rights are those rights, which,

] ] although related to copyright, have a specific
Neilghborlng subje.ctg matter and prg e(:f:(-15 the interestg of
rights, certain right holders different to the

itis? work’s author, such as performers, producers
What it is: (e.g. of films), broadcas‘?ing organisgtlons and
publishers.

These rights are regulated at international level by the Rome
Convention,

which establishes a term of protection of 20 years from the end
of the year in which

(1) the fixation was made (for phonograms and performances
incorporated in them),

(11) the performance took place,

(111) the broadcast

took place.

:***: Funded by
L the European Union
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Other Ways Of Technical inventions can be
protection—Trade  secret in areas where it is not easy
Secret to reverse-engineer a product.

However, technical information might leak out, destroying the basis for the monopoly.

One drawback of secrecy 1s that, since the invention is not publicly disclosed, the
knowledge gained by the public is restricted and hence the amount of new knowledge
fed into R&D activities i1s reduced.

Trade secrets do not confer “proprietary rights”, meaning that the holder of a trade
secret does not have exclusive rights over the information.
However If a person obtains the trade secret by dishonest means (such as in the
case of espionage), most European countries and all EU Member States offer
protection under unfair competition laws.

:***: Funded by
L the European Union



IP rights in a nutshell

Literary,
scientific and

artistic works

Duration of protection

Moral rights: no time limit
Economiic rights: at least
the author's lifetime + 50
years (in the BU, 70 years
from the author's death)

Meighbouring rights: at

Routes to registration

Copyright _ . least 20 years from the Mo Mone
:E'HLHTI_:;JE end of the year in which
g-::rrel ted thie fixation was made
rights) or the perfformance .|".
broadcast took place (in
the B, 50 years instead
of 20 for phonograms and
performances )
Collection of -
independent Ca_pv_rlghted d—E!'thlEE:
works, data within the EU: life of the
or other author 4+ 70 years
materials Sui generis databases: 15 Copyrighted databasss:
Datal arranged in years from the end of the No automatic
a systematic | ¥=3r in which the making of Swi generis databases: BEU
or methodical the database was completed right only

Funded by

way ard
individuallby
accessible

the European Union

ar in which the database
was first made available to
the public
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IP rights in a nutshell

Routes to registration

the European Union

e .. ] : MNational
Trade marks DIEEEI”;:”E REHET_;E:JE :;:df;imt:g for & months EU trade mark {EU)
9 pe ve Madrid System
Industrial |Appearance of “ﬂ;r?up tubEIE Te:g > & months Eummu:?b;lf?ei: (BU)
designs products UCD: 3 years, not Hague S lgr-ln
renewable g
MNational
Patents Inventions 20 years 12 months European Patent (EPC)
PCT
Utility i .
models Inventions 7-10 years 12 months MNational
Trade Co : kiad -
business Unlimited Mo None
secrets information
Funded by
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IPR FRAMEWORKS AND
CHALLENGES AT TIAC
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W@TE C I INSTITUTIONAL IP POLICY

— IMPORTANT EVERYONE KNOWS
ABOUT IT

ownership of and right to use the IP;

procedures for identification, evaluation,
protection and management of IP;

procedures for cooperation with third parties;

guldelines on the sharing of profits from
successful commercialization;

mechanisms to ensure respect for third-party IP
rights.

Ab institutional IP policy is usually part of the
broader regulatory framework of an institution.

Funded by
the European Union
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IP POLICY

An 1nstitutional IP policy 1s usually part of the
broader regulatory framework of an institution.
As such, 1t must be coherent and compliant with
the other acts or policies put in place, especially
those related closely to the scope of the
istitutional IP policy.

participation of students in research;

collaboration with industry;

confidentiality;

creation of institutional spin-off companies.

Funded by
the European Union
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IP POLICY STEPS

1. Find inspiration in existing institutional IP policies

Most large universities and research institutions have
developed IP policies that are publicly accessible.

Browse WIPO’s Database of IP policies for examples of policies
from different institutions across the world, to help you
understand how other institutions deal with IP issues.

2. Involve the right people

Various stakeholders contribute to creating and disseminating
innovations, inventions and research findings or teaching
materials. Each stakeholder has their own interests and
expectations which are not always fully aligned. To obtain
commitment and endorsement, an institutional IP policy
should preferably be drafted together with the main
stakeholders.

3. Consider key policy choices

Use WIPO’s IP Policy Writer’s Checklist as a tool for kick-
starting the drafting process. The checklist walks you through
the preparation, drafting, implementation and monitoring
stages of your IP policy project.

****: Funded by
L the European Union



https://www.wipo.int/en/web/technology-transfer/institutional-ip-policies-database-search
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IP POLICY STEPS

Draft your institutional IP policy

The WIPO Intellectual Property Policy Template for
Academic and Research Institutions and

1ts Guidelines for Customization can provide great
support for drafting a comprehensive IP Policy.

Adhering to a template will streamline the writing process
and save you time. However, customisation to local factors
and individual circumstances is crucial in shaping your
singular IP Policy.

Disseminate and improve your institutional IP policy
Check the WIPO IP Policy Writer’s Checklist for
guidance on how to

communicate and enforce your IP policy;

raise awareness on IP and technology transfer issues;

Iaeexgsbeyand update the policy.

P Fun

L the European Union



IP TOOLS — FREELY AVAILABLE

WIPQ Policy tool kit

WIPO Intellectual property (IP) self-assessment tool

. EUIP HELPDESK
. EUIP helpdesk -IP cost tool
. EU IP helpdesk - IP diagnhostic tool

. Creative Common License Chooser



https://www.wipo.int/en/web/wipo-ip-diagnostics)
https://www.wipo.int/en/web/wipo-ip-diagnostics)
https://www.wipo.int/en/web/wipo-ip-diagnostics)
https://www.wipo.int/en/web/wipo-ip-diagnostics)
%5b10%5d%09https:/intellectual-property-helpdesk.ec.europa.eu/ip-management-and-resources/ip-tools_en
%5b10%5d%09https:/intellectual-property-helpdesk.ec.europa.eu/ip-management-and-resources/ip-tools_en
%5b10%5d%09https:/intellectual-property-helpdesk.ec.europa.eu/ip-management-and-resources/ip-tools_en
%5b10%5d%09https:/intellectual-property-helpdesk.ec.europa.eu/ip-management-and-resources/ip-tools_en
%5b10%5d%09https:/intellectual-property-helpdesk.ec.europa.eu/ip-management-and-resources/ip-tools_en
%5b10%5d%09https:/intellectual-property-helpdesk.ec.europa.eu/ip-management-and-resources/ip-tools_en
%5b10%5d%09https:/intellectual-property-helpdesk.ec.europa.eu/ip-management-and-resources/ip-tools_en
%5b10%5d%09https:/intellectual-property-helpdesk.ec.europa.eu/ip-management-and-resources/ip-tools_en
%5b10%5d%09https:/intellectual-property-helpdesk.ec.europa.eu/ip-management-and-resources/ip-tools_en
%5b10%5d%09https:/intellectual-property-helpdesk.ec.europa.eu/ip-management-and-resources/ip-tools_en
https://chooser-beta.creativecommons.org/
https://chooser-beta.creativecommons.org/

SATURN
%sd 'R&E C H WIPO INSTITUTIONAL IP POLICIES

DATABASE

Intellectual property (IP) policies, manuals and
model agreements databases from universities
and research institutions worldwide

IP Policies for Universities and Research Institutions
toolkit

Funded by
the European Union




Intellectual Property Helpdesk

< C O & intellectual-property-helpdesk.ec.europa.eu/services_en G M % T @ » & 0O o

Home [SELWUCERRAN Regional helpdesks v | IP management and resources v | News & Events v | About v

Home > Services

Services

The IP Helpdesk is intended for European SMEs and researchers closely collaborating with
business, technology transfer, and research intermediaries across Europe and worldwide.

The IP Helpdesk provides free-of-charge, first-line IP support to European small and medium-sized
enterprises (SMEs) covering five different regions: Africa, China, Europe, India, Latin America and
South-East Asia. The team for Europe additionally assists SMEs and researchers participating in
EU-funded research projects with IP issues specifically related to these programmes.

Whether you need personal, confidential support on a specific IP issue, are looking for jargon-free
materials and resources, or are interested in a training session on IP — the IP Helpdesk is the right
partner to turn to.

Helpline Training Knowledge and resources
Submit your IP question and get free, first- Explore our online and on-site training Free user-friendly IP materials such as
line and confidential advice from our experts events covering different regions and a wide guides, factsheets, case studies,

in three working days. range of IP topics and sectors. infographics, e-learning modules, and more.



Intellectual Property Helpdesk
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<« 2> C 0 & intellectual-property-helpdesk.ec.europa.eu/services/helpline_en

Home > Services > Helpline

Helpline

Submit your enquiry to our confidential Helpline service and our |IP experts will provide free-of-
charge, first-line support on IP matters in Africa, China, Europe, India, Latin America and South-East
Asia.

What is the Helpline

Get in touch with us to receive high-quality and user-friendly first-line IP assistance from a team of
experienced legal specialists within no more than three working days.

The Helpline is open to any EU SME willing to internationalise their business in China, India, Latin
America or South-east Asia or involved in transnational business activities within Europe. Moreover,
it is also at the service of researchers and SMEs participating in EU-funded research projects

All enquiries will be treated with the highest degree of confidentiality in full compliance with EU
regulations 2016/679 and 2018/1725 on personal data protection. For more details refer to our
privacy._policy.

How it works

Register for free, send your IP questions and receive a tailor-made answer by our IP experts in 3
working days. You can also contact us by phone or email.




More Information & tools

* Intellectual Property Helpdesk

» https://intellectual-property-helpdesk.ec.europa.eu/index en
« Patent office for Europe

» https://www.epo.org/about-us.html
 World Intellectual Property Organization (WIPO)

» https://www.wipo.int/portal/en/index.html
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Ip COMMERCIALZIATION

Common forms of
IP commercialisation

Licensing and Joint venture and

Assignment franchising spin-off
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TECHNOLGY TRANSFER
AGREEMENTS

Confidentiality and NDAs

Exploitation agreements

Licensing agreements
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TECHNOLGY TRANSFER STRATEGIES

An exploitation Agreement is an essential legal document that governs how
the results (produced during the project will be used and commercially
exploited, particularly after the project ends.

Itis designed to define the terms under which the consortium partners can
exploit the intellectual property (IP) created in the project and to ensure the
proper dissemination, protection, and use of the results

It should clarify some relevant aspects:
Ownership of Foreground
Exploitation Rights
Revenue Sharing
Protection of Foreground



TECHNOLGY TRANSFER STRATEGIES

Exploitation Rights

Right to Exploit: Each partner’s rights to exploit the foreground should be
clearly stated. Partners often grant each other rights to use the results for the
project’s activities and for exploitation after the project ends.

Licensing of Foreground: If any partner wants to grant a license to third
parties, the agreement should specify the terms, including any royalty
payments, territory, and exclusivity.

Field of Use: The agreement may define specific fields or sectors in which the
foreground can be exploited or restrict its exploitation in certain areas.

Commercialization and Dissemination: Set terms for how the results can be
brought to market. This can include licensing, partnerships, spin-off
companies, or other commercialization methods



TECHNOLOGY TRANSFER STRATEGIES

Revenue Sharing

Revenue from the commercialization of the Foreground shall be distributed
as follows:

o) Partner 1: [Percentage]%
o) Partner 2: [Percentage]%

Protection of Foreground

Partner xxxx is responsible for patenting the Foreground in [jurisdictions],
at its own cost.

Any costs associated with the protection of IP shall be borne as follows:
[specify].



OTHER TECHNOLGY TRANSFER STRATEGIES

Licensing Agreement -

conditions under which they will negotiate a license, for example:;
payment of an up-front license fee;
payment of a running royalty rate;
appropriate milestone payments;

diligence requirements for commercializing the Technology;
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HORI1ZON EUROPE AND IPR

Obligation to Disseminate vs. Obligation to Protect

Make sure you comply with the
obligation to protect, ...

THEN

... comply with the
obligation to disseminate.

JE Funded by
L the European Union
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IPR STRATEGY

Project’s IPR strategy is relevant to some, if not
all, of the members of the project.

Important Points to define the IPR strategy:

Identify which partners are providing valuable IP
and on which terms,

Identify which partners are going to develop new IP
during the project,

and spot any potential issues or conflicts that you may need
to resolve.

Based on it, draft the IPR strategy,

make sure to send 1t to all partners for approval (or
further negotiations, as needed).

Funded by
the European Union
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IPR STRATEGY— STARTS DUR
PROPOSAL TIME

Are you bringing any IPR to this project? If Yes —
what does 1t include?

Are you able to provide free access rights to all
project’s partners during the project?

What about future rights of use after the project
1s completed?

Are there any requirements from your side with
regards to the management of this IPR? If so,
what are these requirements?

Funded by
the European Union
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IPR — HORIZON EUROPE PROJECT

Do you foresee that you will develop, or be
involved in the development of new IP in the
scope of the project?

If you do, how would you be interested 1n
protecting this IPR?

In case of mutual development of IP with other
project’s partners, what would be your

requirements in regards to protection of the
developed IP?

In case of joint ownership, how do you expect it to
be treated? Do you have any specific

requirements?

Funded by
the European Union
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IPR — HORIZON EUROPE PROJECT

In case the IPR developed by you during the
scope of the project 1s linked to existing IPR that
you have (prior to the project) — what are your
IPR management plans / requirements?

Is there any 3rd party (external to the said
project) that is involved in any of your IP, which
1s relevant to the project? If so, how do you
foresee the management of the IPR under these
circumstances?

Funded by
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IPR — HORIZON EUROPE
PROJECT —

How will you exploit the results?

In case you are the sole owner or a joint owner of
the IPR developed in the project, will you enable
free access rights to the partners once the project
1s through?

If so, for how long?
Are there any technology licensing considerations
which are relevant to this project?

When relevant to IPR — which confidentiality
measures have been and will be put in place?

Funded by
the European Union
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- OBLIGATION IN RELATION TO

EXPLOITATION OF RESULTS

* In Horizon Europe, as in H2020, the obligation
to exploit remains and 1s a responsibility of the
beneficiaries on a “best efforts” approach

Horizon Europe encourages the use of the R&I
results through third party exploitation (where
appropriate) °.
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If despite the best effort for exploitation no
uptake happens within a specific period after the
end of the project (1 year), then the project must
use the Horizon Results Platform to make
exploitable results visible (unless obligation 1s
waived) °

The Horizon Results Platform is free, 1s part of
the F&T portal, available to all beneficiaries and
1s based on results, not on projects.
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ROL

The Results Ownership List is a new
requirement in Horizon Europe projects.

The annotated model grant agreement describes
1t as “a template to be filled out in the final
periodic report listing the owner of the results (be
1t a beneficiary or other legal entity). (...)

The results ownership list provides a snapshot 1n
time meaning that ownership changes may
happen after the submission of the final periodic
report”.

Funded by
the European Union



https://ec.europa.eu/info/funding-tenders/opportunities/docs/2021-2027/common/guidance/aga_en.pdf

ROL

Note that failure to fill in the ROL will block the
submission of the final report and hence the final
payment. For this reason, it 1s important to keep
an eye on ownership issues throughout the
project — 1n particular to keep track of ownership
claims and try to solve disputes early — in order
not to block the final report’s submission and the
subsequent exploitation steps.
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IPR VERSUS OPEN ACCESS

OS 1s supported by the fundamental right to
science and, on the other hand, IPR protects the
rights of the creators.

“As open as possible as close as necessary”

When 1t comes to data and IPR, it could be
summarised that data and facts do not have
protection under copyright, but databases do.
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‘ Strategies to enhance technology transfer
Spin-off and Stat ups

Strategies to strengthen collaborations within
IAC and with external partners
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STRATEGIES TO ENHANCE

TECHNOLOGY TRANSFER
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1. Identify and disclose innovation 2. Assess and secure IP 3. Develop and de-risk innovation

Researchers identify promising innovations and Technology transfer organizations evaluate the Innovations are refined through prototyp"'a‘ "r"j"

" —
disclose their findings to the institution's technology invention's commercial potential and secures testing, using input from potential users v. Eu,'i.pf,gi'
transfer office (TTO), initiating the K&TT process. intellectual property (IP) rights to protect the research reduce risks and make the technology attractive to

outcomes. licensees or investors.

000

X
4. Develop commercialization strategy 5. Negotiate and finalize deals 6. Monitor agreements & assess impact
A tailored commercialization strategy is created and TTO assesses the technology’s market value, TTO monitors compliance with licensing or partnership
implemented to bring the derisked innovation to negotiates technology transfer agreements, and agreements, oversees revenue sharing, and assesses
market through licensing, partnerships, or spinouts. finalizes deals with partners to bring the technology to  the societal and economic impact of the innovation

market. after it enters the market.
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STRATEGIES TO ENHANCE

TECHNOLOGY TRANSFER

Identify their valuable intangible assets (IA);

Rank IA by using different qualitative and

quantitative valuation approaches;
WIPO toolkit

Manage those IA which were assessed as

valuable towards strategic collaborations and
markets, and

Commercialize IA with potential market value
(determined by application of quantitative
valuation methods).

WIPO toolkit

Funded by
the European Union




Industry Lower Upper Number of Number of Average
Quartile Quartile |Agreement Royalty Rate |Rates per
Observations |Observations |Agreement

ROY ALTY Advertising 5.00% 11.11%  25.00% 155 640 4.13

2.73% 5.00% 8.33% 81 340 4.20

3.00% 5.75% 10.00% 34 59 1.74
PRI C E Tobacco

2.00% 4.72% 8.00% 162 483 2.98

Energ

AVER AGE S 2.50% 4.93% 8.00% 1,133 4,764 4.20
Broadcast & Cable 5.25% 10.00% 24.21% 167 683 4.09
4.00% 10.00% 20.00% 830 2,626 3.16

3.00% 5.00% 8.63% 271 851 3.14

5.00% 10.00% 26.50% 989 3,303 3.34
SOURC E Software

3.00% 4.48% 9.50% 114 385 3.38

3.38% 7.00% 12.50% 783 2,472 3.16
WIPO Consumer Non-Durables EXGZA 5.00% 10.00% 797 2,713 3.40

3.69% 10.00% 26.00% 526 1,573 2.99
5.00% 10.00% 25.00% 130 401 3.08

Electric Utilities 3.06% 5.00% 8.00% 73 228 3.12
5.69% 11.00% 25.00% 472 2,299 4.87

Environment & Waste 3.00% 5.00% 9.06% 162 438 2.70

3.33% 10.00% 19.90% 129 386 2.99
Foods & Nonalcoholic 3.08% 5.00% 10.00% 310 849 2.74

5.00% 11.67% 30.75% 87 284 3.26

Healthcare: Facilities 4.00% 7.00% 15.00% 139 492 3.54

Healthcare: Insurance 3.31% 12.44% 15.00% 18 93 5.17
2.75% 5.00% 8.75% 1,320 5,474 4.15
Pharmaceutical

Healthcare: Products & 3.00% 5.00% 8.00% 1,059 5,022 4.74
Supplies

Industrial Equipment 3.50% 5.50% 10.00% 391 1,164 2.98
5.27% 15.00% 30.00% 527 1,365 2.59
3.00% 7.50% 9.06% 91 233 2.56
2.13% 4.00% 8.75% 92 272 2.96
0il & Gas 3.75% 6.25% 9.06% 167 526 3.15
Paper & Forest Products [BRBY 7.50% 7.50% 53 154 2.91
Public Safet 3.00% 5.81% 10.00% 144 369 2.56
Publishing 8.00% 20.63%  33.00% 209 771 3.69
2.31% 4.00% 5.00% 78 268 3.44
3.25% 5.13% 15.00% 230 593 2.58
2.00% 5.00% 7.00% 112 409 3.65

Telecommunications 3.71% 9.50% 21.00% 274 797 2.91




OTHER EXAMPLES

Incentives in Technology Transfer - A guide to
encourage, recognize and reward researchers and

professionals (WIPO)

has an interesting list of different ways to promote the T'T
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ACTION PLAN FOR THE
IMPROVEMENT OF IPR AND
TECHNOLOGY TRANSFER

Presentation of tools and resources available for
effective IP management at IAC

Presenting specific goals for improving IPR and
technology transfer within IAC

Actionable steps and responsibilities
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IMPROVE TECHNOLOGY TRANSFER

Figure 1: Technology transfer channels

Technology
Transfer
Channels
Risk of
IP leaking
Formal Informal
[ | ] [ | |
Patenting Training/ Technology Spinouts  Publications Conferences

Licensing Education Services/
Consultancy

Source: European Patent Office (EPO)
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WIPO TOOLS

. Institutional IP Policies
Database

. IP Policies for Universities and

Research Institutions toolkit
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the European Union
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EXAMPLE OF ACTION

- INCENTIVES

Table 1: Incentives and effects

Metric: faculty promotion Intended effect

Possible side effect

Promote productivity, ensure that
researchers declare their inventions
and assist the TTO with the patent
filing, the ultimate goal being that
the patent will be at the origin of
marﬁetahle inventions down the

Researchers rewarded for road.

increased patent applications.
*This metric may be particularly
useful where there are no or few
patent filings, and the university has
taken a strateqgic decision to increase
TT awareness.

A large number of university patents are filed
without actually generating any economic value
- neither for the university nor for society as
awhole. The risk can be mitigated by delaying
the award of any incentives until there is a
commercialization plan.

Reorientation of the direction of research:
overemphasis on applied, short-term, more
lucrative research.

Less diversity in scientific disciplines as focus on
patentable outcomes increases.

Other university missions such as teaching and
training are neglected.

Incurring cost undermining the financial viability
of the TTO.

Funded by
the European Union
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EXAMPLE OF ACTION

- INCENTIVES

Ensure that research programs are
funded, promote growth, generate
overhead.

Researchers rewarded for
increased grant funding.

Metric - TTO performance Intended effect

Increased time writing proposals and less time
gathering and thinking about novel research
ideas and strategies, and actually conducting
research.

The prospect of income for universities or public
research institutes can reduce government
commitment to funding.

Researchers can be diverted from working
on more strategic research and placing more
attention instead on the funders’ priorities.

Possible side effect

Ensure that TTO reaches out to
researchers and provides support
for patent applications.

TTPs rewarded for increased
patent applications.

Sometimes, filing a patent is not the best option.
In fast moving markets especially, there can be
greater value in opting for a “trade secret” route.

Funded by
the European Union
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Mon-Financial

Incentives

Recognition Flexible Entrepreneurship Right to Additional Returning
employment support publish funds IP
conditions

****: Funded by
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EXAMPLES OF RECOGNITIONS

Formal recognition for exceptional performance:

- honorable mention on the researcher’s business card;

- mention on the office name plate;

- recognition in the job title (e.g., principal, senior);

- lunch with university senior leadership such as the director, provost or dean;
- individual certificate; or

- book of honor or wall of fame.

Direct praise given by the university’s senior leadership in speeches and reports or on
the internet. This can apply to tasks, teams and individuals:

“thank you” communication from the director; or
- recognition extended to direct management.

Publicizing successes to showcase the benefits of TT for academia and society:

- success stories;

- announcement of winners of award competitions on the intranet or in the media; or
- annual university brochure showcasing the achievements of researchers.

Prizes and awards to promote top achievement in TT. While the monetary value of these
prizes may be modest, the value of recognition they provide is substantial:

- entrepreneurial courses, personalized training;

- major scientific conferences; or

- branded promotional item or wearable.

Funded by
the European Union
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European IP Helpdesk

EU Competence Centre on Technology Transfer

WIPO

hitps:/ /www.wipo.int/en/web /technology-transfer

Incentives in Technology Transfer - A guide to World Intellectual Property
Organization (WIPO) (2024).

Incentives in Technology Transfer: A guide to encourage, recognize and reward
researchers and professionals. Geneva: WIPO. DOI 10.34667/tind.48658
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